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earned patent term adjustment. See 37 CFR II 704(t>T communicahon, even if timely filed, may reduce any 

Status ' 

1)13 Responsive to communication(s) filed on 10 August 2004 
im This action is FINAL. 2 b)Q This action is non-final. 

3) Q Since this application is in condition for allowance except for forma, matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) IEI Claim(s) 9-13 and 16-34 is/are pending in the application. 

4a) Of the above claim(s) 18-20 and 31-33 is/are withdrawn from consideration 

5) &3 Claim(s) 2±30 is/are allowed. 

6) IEI Claim(s) 9-1 3.1 6 and 17 is/are rejected. 

7) E| Claim(s) 14andJ5 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10)Q The drawing^) filed on i s /are: a)D accepted or b)D objected to by the Examiner 

Apphcant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1 n ThT'ir "1 ^ inC ' Uding COrreCti ° n fe reqU '" red if the drawin 9< s > is *■ See 37 CFR 1 ,21 (d) 

1 1 )□ The oath or dec.arat.on is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f) 
a)ElAII b)D Some *c)D None of: l H ) ( ) ' 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No 

3. H Copies of the certified copies of the priority documents have been received in this^tional Stage 

application from the International Bureau (PCT Rule 17 2(a)) 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Priority 

1 • Acknowledgment is made of applicant's claim for foreign priority based on an application 
filed in Germany on December 22, 2001 . It is noted, however, that applicant has not filed a 
certified copy of the German application as required by 35 U.S.C. 1 19(b). 

Claim Rejections - 35 USC § 102 
2. Claims 9, 13 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
4,297,143 (Kleinschmitetal.). 

Kleinschmit teaches a pyrolytically produced silicon dioxide mixed oxide comprising 
0.01 to 9.9 weight percent titanium dioxide for use as thermal insulation (see abstract). 
Kleinschmit further teaches that that the mixed oxides have a Bet surface area of 50 to 400 m 2 /g 
(col. 1, lines 44-46) and that product can be used as thermal insulation in free bulk form or as a 
compacted mixture (See abstract). It is the examiner's position that if the silicon dioxide mixed 
oxide in compacted form is used as thermal insulation, it necessarily must be in the form of layer 
on a substrate. 

With regard to the process limitations recited in the claims, process limitations in product 
claims are generally not dispositive on patentability unless it is shown that the process limitations 
produce a materially different product. MPEP §2113. 
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Claim Rejections - 35 USC § 103 
3. Claim 10-12 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kleinschmit et al. 

As sated above, Kleinschmit teaches a compacted layer of a pyrolytically produced 
silicon dioxide mixed oxide comprising 0.01 to 9.9 weight percent titanium dioxide wherein the 
mixed oxide particles have a Bet surface area of 50 to 400 m 2 /g. 

Although the Kleinschmit reference fails to teach the claimed thickness (a result effective 
variable) of the silicon dioxide mixed oxide, absent a showing of criticality with respect to the 
thickness, it would have been obvious to one of ordinary skill in the art to optimize the thickness 
in order to provide a desired level of insulation. It has been held that discovering an optimum 
value of a result effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 
272, 205 USPQ 215 (CCPA 1980). 

It further would have been obvious to one of ordinary skill in the art at the time of the 
invention to apply the mixed oxide to a silica glass or a glass-ceramic substrate because these are 
materials which are known in the art to need thermal insulation. 

Allowable Subject Matter 

4. Claim 14 and 15 objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

5. Claims 21-30 are allowed over the prior art of record. 
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6. The following is a statement of reasons for the indication of allowable subject matter: 
None of the prior art or record teaches the claimed layer of mixed oxide powders having the 
claimed BET ratio. 
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Response to Arguments 
7. Applicants have amended the claims to recite "An article comprising a layer and 
substrate. . ." and argue that the Kleinshchmit reference "only discloses mixed oxide powders 
free or bulk form that are useful for thermal insulation", while the present invention provides ' 
article comprising a layer on a substrate wherein the layer is obtained by thermal treatment of 
aqueous dispersion that as been applied to a substrate, the dispersion containing silicon/titanium 
mixed oxide powder prepared by flame hydrolysis and the titanium dioxide content of the 
powder ranges from 2 to 20 wt.%". Applicants further argues that the claimed invention is 
distinct from the art of record because the physical state of matter is different than that in the 
Kleimschmit reference. 

This argument has been carefully considered, but not deemed persuasive. First, while the 
Kleinschmit reference does disclose the powders in a bulk form, the reference also specifically 
discloses that the mixed oxide powder may be used as thermal insulation in a compacted form 
(e.g. form of a layer which is next to a substrate) (See Abstract). In this reference, it therefore 
being disclosed not only the composition of the mixed oxide, but also the use of the mixed 
oxide in a compacted form next to something (as substrate) to act as insulation. With regard toe 
the limitation that the "layer is obtained by thermal treatment of an aqueous dispersion", this is a 
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process limitation in a product claim and does not provide a patentable distinction over the prior 
art unless it is shown that product is materially different over that of the prior art. See MPEP 
2113. The rejections are maintained over the prior art of record. 



Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stephen Stein whose telephone number is 572-272-1544. The 
examiner can normally be reached on Monday through Friday from 8:30 am. to 5:00 p.m. If the 
attempts to reach the examiner are unsuccessful, the examiner's supervisor, Deborah Jones , 
be reached by dialing 571-272-1535. The official fax number is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
October 21, 2004 

Stephen J. Stein 
Primary Examiner 
Art Unit 1775 



